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FILE:

[REDACTED]

RE:

FOREIGN APPLICATION:  CLAIMING PRIORITY, OATH AND TRANSLATION;  U.S. APPLICATION IN A FOREIGN LANGUAGE


On October 8, 1996 you requested that I research the requirements for filing a regular U.S. utility patent application after a foreign (e.g. Czech Republic) application had been filed in a country which is a signatory to the Paris Convention or Patent Cooperation Treaty (PCT).  In particular, you wished to know about:  (1) timing of the translation;  (2) the obligatory language of the oath, and whether a recitation of "knowledge of English" is sufficient; and  (3) claiming priority and the requirements for priority documents and their translation.


1.  Priority generally.--  Both the Czech Republic and Slovenia are recognized under the Paris Convention (MPEP § 201.13 at 200-34 and 200-35) for claims of priority under 35 U.S.C. § 119 (Benefit of earlier filing date; right of priority) and 37 CFR § 1.55 (Claim for foreign priority) "if the application in this country is filed within twelve months from the earliest date on which such foreign application was filed."  35 U.S.C. § 119(a).  Claims for priority under the Patent Cooperation Treaty (PCT) are governed by 35 U.S.C. § 365 (Right of priority; benefit of the filing date of a prior application) and 37 CFR § 1.451 (The priority claim and priority document in an international application).


2.  Claiming priority and translation of document.--  An applicant is not entitled to the right of priority under the Paris Convention unless "a claim therefor and a certified copy of the original foreign application, specification, and drawings upon which it is based are filed in the Patent and Trademark Office before the patent is granted, or at such time during the pendency of the application as required by the Commissioner not earlier than six months after the filing of the application in this country."  35 U.S.C. § 119(b);  MPEP § 201.14 (Right of Priority; Formal Requirements).


The latest time for filing a claim for priority or a certified copy of the priority document without filing a petition and paying a fee is the date on which the issue fee is paid, and "[i]f the certified copy filed is not in the English language, a translation need not be filed except in the case of an interference; or when necessary to overcome the date of a reference relied upon by the examiner; or when specifically required by the examiner, in which event an English language translation must be filed together with a statement that the translation of the certified copy is accurate."  37 CFR 1.55(a).


It is advisable that the priority document and claim be filed promptly after filing the application, and that a pencil notation of the corresponding U.S. application number be placed on the priority papers to allow identification in case they become separated from any cover letter.  MPEP § 201.14(a) (Right of Priority; Time for Filing Papers).


The claim "need be in no special form and may be made by the attorney or agent if the foreign application is referred to in the oath or declaration as required by § 1.63."  37 CFR § 1.55(a).  The oath or declaration "must identify the foreign application for patent or inventor's certificate on which priority is claimed and any foreign application having a filing date before that of the application on which priority is claimed, by specifying the application number, country, day, month, and year of its filing."  37 CFR § 1.63(c).


3.  Language of the oath.--  "If an individual comprehends the English language, he or she should preferably use it" in the oath or declaration.  MPEP § 602.06 (Non-English Oath or Declaration).  37 CFR § 1.69(a) (Foreign language oaths and declarations) requires that "[w]henever an individual making an oath or declaration cannot understand English, the oath or declaration must be in a language that such individual can understand and shall state that such individual understands the content of any documents to which the oath or declaration relates." 


Further, under 37 CFR § 1.69(b), "[u]nless the text of any oath or declaration in a language other than English is a form provided or approved by the Patent and Trademark Office, it must be accompanied by a verified English translation, except that in the case of an oath or declaration filed under § 1.63 the translation may be filed in the Office no later than two months from the date applicant is notified to file the translation."


"If the documents to which an oath or declaration relate are in a language the individual cannot comprehend, the documents may be explained to him or her so that he or she is able to understand them.  The Office will accept a single non-English language oath or declaration where there are joint inventors, of which only some understand English but all understand the non-English language of the oath or declaration."  MPEP § 602.06.


4.  Authentication of the Oath.--  An oath executed in a foreign country must be properly authenticated.  MPEP §§ 602.04 (Foreign Executed Oath), 602.04(a) (Foreign Executed Oath Is Ribboned to Other Application Papers), and 604 (Administration or Execution of Oath); 37 CFR § 1.66 (Officers authorized to administer oaths).  Because the Czech Republic and Slovenia are not member countries of the October 15, 1981 Hague "Convention Abolishing the Requirement of Legalization for Foreign Public Documents", the apostille in MPEP § 602.04(a) may not be used, and the oath must be taken before either "any diplomatic or consular officer of the United States authorized to administer oaths, or before any officer having an official seal and authorized to administer oaths in the foreign country in which the applicant may be, whose authority shall be proved by a certificate of a diplomatic or consular officer of the United States".  37 CFR § 1.66(a).


If the oath is taken before a foreign officer, "any accompanying application papers, except the drawings, must be attached together with the oath and a ribbon passed through all the sheets of the application, except the drawings, and the ends of said ribbon brought together under the seal before the latter is affixed or impressed, or each sheet must be impressed with the official seal of the officer".  37 CFR § 1.66(b).  An application which fails to comply with these requirements will be accepted for examination, but will not be allowed without filing compliant papers.  It would seem preferable and easier to execute the oath before a United States diplomatic or consular officer rather than a foreign officer.


5.  U.S. application in a foreign language .--  "An application may be filed in a language other than English.  A verified English translation of the non-English language application and the fee set forth in § 1.17(k) [$130] are required to be filed with the application or within such time as may be set by the Office."  37 CFR § 1.52(d).  A filing date will be accorded to a non-English application otherwise meeting the requirements of 35 U.S.C. § 111(a), so long as the subsequently filed verified English translation contains complete identifying data to permit prompt association with the papers initially filed, and it is strongly recommended that the original papers be accompanied by a return postcard with identifying data including applicant's name, title, numbers of pages of specification, claims and drawings, whether an oath was filed, and the amount and manner of paying the filing fee.  MPEP § 608.01 at 600-46.


The translation must be a literal one verified by the translator and accompanied by a signed request from the applicant or their attorney or agent asking that the verified English translation be used for examination purposes.  If a verified translation is not timely filed, the application will be regarded as abandoned.  The practice of filing non-English applications "is intended for emergency situations to prevent the loss of valuable rights and should not be routinely used for filing applications."  Id.
* * * * *
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