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Provisional Patent Applications: What You Should Enow

'hl-:.' Richard C. Lirmagn sd _'I-:-r'r'r::.' T 5|_':-:'|-'|-r;IH
Ligramy Law Ctces, Lad, A rIi-::ql-'-:'. ey

chacti

Inventom . may  ask  you
aboat prowasional  patent applicn-
tinns, . Here nre bosic fnces nboar
these applications and how they can
be helphd, ond mgub
v;:'u-'r.l'j,'. winen an ioede-
iuare ﬂH':-:Iic:'urins-'u Cal
GRS an itweniar e Inae
petental patent rights,

What iz a Provisional
Patent Applization?

Uisder the Oen-
efal Agreerment on Tar
e and Trde {GATTY,
the Uinited States has boen aiovig
trrweard " harmordzadon" of = el
bectunl property Inws with the ness
of the world, {Ine of the e
sins of the I'n.'.;_lu:r:.' Feiwrid Apree
mienite Aot effecrive nn _[nn.- H,
175, odfered invvenmnies rhe |'|||ri|'|-n
of filing a "provisional” application
foe patent, degigned o peoside g
kwer-onst tnidal patent filing.

A proviskonal application
eatablishes the important *priosty
cate” for further U5, and forgim
applicatons, including an interma-
tranial applcation under the Patait
Cooperation Treaty (PCT). Such
applications mest be fled within
pwelve nsonths of the provisional
filingr to have the henefit of the
garlier filing date.

Tiwensngs - shoabd  snded-
sl that prowiginonl applications
arc mecer examined, and they will
mrer mnture e nn issoed  pat-
ent.  Aukdhidoonl Bbngs ore reguered
ey gecurs LIS, or toreign patent
prowcnon,  The provisional
r||'||'|l-'i|_'!-|r|u|'| mgsr b oom-
wermed inm o fellossed L.:.' a
U5 nemgreovissonmal applics-
tiewn, exfben called n "regpolar
udline® apphcatinn, cr a PO
npplicatirn ey’ be  6led
vietrhin & year

Why File a Provicional Ap-
plication?

A peovisiemal appli-
CATIONT PCrmuiE. ivenitors oo use the
smmenry nooce of "Patent Pend-
g o develap and marker their
I EIEMII, It allewars  ievvmechsoe:
commeneial FRlEETHITET R af the H-
veedy apid greanes s |_'|'.ri'.!. n.i-_-ni-'usr
theft of the foventim, T alsn pa-
vided o snplified Oling peocess
with a loseer midnl investment, giv-
ing @ inventor a venr to aisess the
commercial potental of an nven
riny. hefree  Incermng the  hagher
cagts o r'|IE1';_- aiul ;-.r-:._u.;.l:i-'.,_- i
|'|-:'||'||'1|r|-.-'is.'i-:'||'|.-l ..|'||'|Ii|::'|':|5-|
A proper poedisioal appli-
cationt wall receive o filing  date,
which i also the "pronty doee" for
an mtemanonal patent npplication
ender  the Patent  Cooperatson

A provigsiogl
applicalion
establishes the
dempaerriernd
"pricrily date” for
further LS. and
frreign
TSR R R
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Treary and for laer [T5. ared
freign  applicamons  which
eottnin the samse sebject must-
ter ag the prowi npplica-
o The proviskosl npplica-
die & maintained in conh
dence by the U5 Poreor and
Teademiark ¢)ffice,

Thete are o number oof
Inaranices  where r..a...._.,...“r.x._".;
npplicatinne may be egpecinily
useful optone.  Provesional
spplcapons should be consd-
ered 3F nn mvenanr 1 oonting
ntgly developing an myenmon,
A pemies o m.__ar.hx”___l.._.._ _.__..__.__“
catinas con be filed within the
ae-year pedod or a miwch
Iosver coge than i7 oo peedi-
sownl apglicatinns are fled
crwEr Impoovemens.

HBecwuge the crux of 2
_u.._.__._.__amn:.__.__. "._m._"..mn:n_.__._ 15 the
diselaure of the inventom in
a rechiical specificarion  sid
draswityd, withour the need
imeliele well-develnped pateia
clatms a8 i aoopsovisioaol
_"_E.__.-h-_nr:._._f the preparatkom
nf n provigonal applicakon
takes lexs omie than o nonpae.:
vignnal, This can be ueeful
where an invenrne s publicly
used or aold theit  fivention
anel they are appeoaching the
ntie-year pubbe wse deadlne
in the U8 nfter which on pat-
ent may be n._.u_.:.h_._.

Anrcher  ome-codeal
argatedy is when an e
DEY WaAnn Fareien parsnr pas
tecrirs and there 18 nor suffi-
clent e 40 prepare o -
preveisional apphention befor:
the Invenmr plans oo nake a
public dsclosure. A prowv-
womal Hhng wall serve o sep

ot patens m__.._.__w...uqr.._._m m
mary other counnies, Espe-
cilly
rube B8 "abaodue now
there s 10 “jrace perod” at-
ter pubbc use oy file a poatent
apphcadnn, In those coon
e, an_mn dischnsurs  even
e _a.x_.. b Frare an "_—__.__.uhn_.z.__..
i filed can cagse Ings of fghts
the mventinn  becomes
public  domnain
deadbive = mminent, a prov-
sininl - applicnon may be
mre easily and quickly pre
parecd than s nooprovisonal
_.__.=__.._.. patenr ._.___n"_._.r.._._ atud
ahold  be fled before  my
public disclosure.

Prowigional  applica-
doms conoolsn provide an ex-
_._.n_.._...n._..._. method of 1...__wn_....mu_m
patnmble idess o acade.
mia, ._|.:.—__.._2._1m.. researchers
will dewiire  subsranrisl e
el efforr w dew idens
which they imend e publish
my papeers, presend ot oo fer-
enees or post onlme, I the
technobogy mmnsicr officer or
pamenz coungel doss nos hove
sufficient tme m prepare @
nospaewisional applicarion, or

If such a

the  umiversity s unsurs
whethier the research has po-
terzinl enmmercinl valkue, then
n prowisionnl Almg should be
comsidered.  Bamidarly, prw
sinal ppdications may be wd
vigahle frur CrEpHSTE cliesits
wha ape enre  sbesur  The
COETIIETC

their options,

Such  |nse-mimse -
gk are ot be n_._n_.u..._._..sz._.
hevwewer, and there 15 nn sezh

srirre Foar dmely cooselamn
1 podiiEel well W aflvance

of vy deadlines, E

Cavnions and Wamings

An inadequstely pre
r.x.:_......n_ r.:,..‘._.;..mm_._...._u— ___.._.._rnu_.r.._._
iy feave the liwenmor with
mre bragia ta PusEuE o wali] par-
el The disclrsurne «
dents - the provisional npph-
cnzon shnuld be ns eomgplere
ns posmble.

As g the cape wich

n.__ﬂﬂqﬁrJ“r.__..u_ n_.._—.._.h_.::_._n..
the parent |z 1_.__._:..". thas &
proviionn]  applicatinn niwst
dlegenbe the "best nude” of
the inventhm codutemplaned by
the tmwentor "in soch  full,
clear, eoncise, and exact terms
az o emable any person sedled
By The A oo make anel wee i,
._.___.u..._..m_._,m__._w. “.—_.wE_.Em the Hivei-
tiem oy alen be veguined iF
neddanary to utvderstand i
Chaima  of  priociny
made tor apploatms Sed n
rether coantres and o the -
mermanankl  POT _E.__.L.uin._._
are based on che “firsz-fled”
w_r..ﬁ.&qul_:._. TF rhe "_::....._m.._._.__._
applicotions 38 the  Firss-Gled
npplicatice it is casentinl tha
1t has n sutficient deelosure.
A "gquick-mmed-dirg" disclo-

sure which does not fully en-

able others oo make snd wse
the fwenmod will o H_r._c.xmn
r.n._..__.T.u.. frwr o 015, .i.,..._.”_,.:._._.m.
sonal, My e al WTT
apgrlication o o Fareign applhi-
cotiar filed wirhin the yeor,
The mvenme will be annble tn
benefit fromy the prorty doee
of the provisinnal applicazon,

and intecvening pubbc discls
fiare miay be a bar o parsnr
._.._-._._.ﬁn_rw:

I addditons v rhe
Vemabling dischieure” reouire-
ment, all mvenme anmed m
the provisional  applacaton
mse have made a commbue
dewn either joindy o individu
"._.___,._.. b SO CTEarve sEpedT af
the Fwenmion  Trvenmrws whn
diel v eonerdbuse niny tor be
tmmed  dimiply beeaose they
nre the twventor's employer,
e becnnes they paid for the
invendon m be made  for
them

There are  services
which offer quick o chesp
peovigioenl applicating (lings
There is nlan  gerpration for
inexpenenced  laypersons 1o

prepare and e these npplica-

dons smore s nored, the
firet-filed ._.._.__w..._._“_..__.. can be
the o

mpoiman:, and 8
apenach o the pon-
applicatinn & ill-

Begrnre a client eonsd-
ers prowimonal ar nonpron
sirial n_..*.__ru._..k"_na. a patenr
search is recosmenesd. Such
a search will _.:,_m_. determing
the senpe 0f posghle patcnr
peotectiom, aod will belp the
drafter of the patetc applics-
down focues o the Feansres of

the amvenoon dhae will wd
mstely be the subject né the
claimz of & ._..w.._m..:j..:.,,......_._.w_ ap-
phicariog,

There & 10 sobarisite
ot the advice of an experi-
enced patent practidnmer.

Canclusion

Prormisional [rarEnr ap-
plicatinns nifer o guicker
nnel  less eosaly  method of
wmpomnly  protecting  pac
enmble inventinons o mde-
pendent invenmoes as well ns
sophisacared  cosporare and
academic clients,

Imgrested  In Learning
Mgt

Wewa can learn more
abowr inrellectual  property
fighs anid srea z,ur.im Thar ool
u_l_.. VAR clienes in funie -

sues. I you have mny specific
questimg you would Bhe od-
dressed in this column or ok a
CLE progmm, fed fee

CIFFICE SPACE AVATLABLE

ARLIMGTOMN - Furndshed offices nvailnble on month tn month basig in mesdern saite wath
nther bawvers working in areaz of labor, PLL, conmuercial, cominal and demesoc relstinng. Fa
cehiies -l _.....uqu—.._... CanEETETCE FOCA, TECEPIO, secremral sramon, mrr__.ﬁ__.:.:.m_..:..: tax, mole
prwnl, work acea, kirchen, amd :.._:r...a__ﬂ._n answering, DSL avaibible, The blnck from enuehiouss
atel Meren, Avaibable nos, Comnacn Sheldos L Coben, _J__.u_.“ A2 212K

VOILT MG LAY ERED
MEW LAWYERS!

If Ol e ander 33 TEATS nf agE Of fave been —r&h:l.ﬁ bess shan Five EANE,
g Livwvees Sectinn

I yo're interested, plesse ler Bl Wity knoaw by setding hins an enu
with the subsect e _...in_._._..

& ¥ionlng

Lawvers.

for youl
1 wp witipi e Henne




